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This case a r ises from Kerry Earnhardt , Inc.’s (KEI) 
t rademark applica t ion  with the U.S. Pa ten t  and Trade-
mark Office (PTO) to register  the mark EARNHARDT 
COLLECTION for  “furn iture” in  class 20 and “custom 
const ruct ion  of homes” in  class 37.  Teresa  Earnhardt  
opposed regist ra t ion  based on  an  asser ted likelihood of 
confusion  with  her  registered marks in  DALE 
EARNHARDT for  goods and services in  va r ious classes 
and her  common law r ights in  EARNHARDT and DALE 
EARNHARDT acquired by use with  va r ious goods and 
services.  She a lso opposed regist ra t ion  because in  her  
view EARNHARDT COLLECTION is “pr imar ily merely a  
surname” under  Sect ion  2(e)(4) of the Lanham Act .  15 
U.S.C. § 1052(e)(4) (2012).  The Trademark Tr ia l and 
Appea l Board (Boa rd) dismissed Teresa  Earnhardt ’s 
opposit ion  because it  found tha t  there was no likelihood of 
confusion  between EARNHARDT COLLECTION and 
Teresa  Earnhardt ’s marks, and it  found tha t  
EARNHARDT COLLECTION is not  pr imar ily merely a  
surname.  J .A. 38.  Teresa  Earnhardt  appea ls the Board’s 
finding tha t  EARNHARDT COLLECTION is not  pr imar i-
ly merely a  surname.  Because it  is unclea r  whether  the 
Board’s ana lysis proper ly applied our  decision  in  In  re 
Hutchinson  Technology Inc., 852 F.2d 552, 554 (Fed. Cir . 
1988), we vaca te and remand for  reconsidera t ion . 

BACKGROUND 

Kerry Earnhardt  is the co-founder  and CEO of KEI, 
the son  of Dale Earnhardt  (a  professiona l race ca r  dr iver  
who passed away in  2001), and the stepson  of Teresa  
Earnhardt .  J .A. 11.  In  addit ion  to racing ca rs profes-
siona lly from 1992–2006, Kerry Earnhardt  has developed 
other  business ventures through KEI, including the 
EARNHARDT COLLECTION lifestyle brand.  KEI has 
licensed the mark EARNHARDT COLLECTION to 
Schumacher  Homes, Inc. for  use in  connect ion  with  cus-
tom home design  and const ruct ion  services.   
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Teresa  Earnhardt  is the widow of Dale Earnhardt  and 
the owner  of t rademark regist ra t ions conta in ing the mark 
DALE EARNHARDT in  typed and stylized form and 
common law r ights in  the use of the mark DALE 
EARNHARDT in  connect ion  with  va r ious goods and 
services, which  KEI acknowledges.  J .A. 12.  KEI fur ther  
admits tha t  Teresa  Earnhardt  has sold “licensed mer-
chandise” tota ling millions of dolla rs since 2001.  J .A. 9.  
While KEI’s t rademark applica t ion  was st ill pending a t  
the PTO, Teresa  Earnhardt  filed not ices of opposit ion 
seeking to prevent  KEI from register ing EARNHARDT 
COLLECTION based on  a  likelihood of confusion  with 
Teresa  Earnhardt ’s marks and based on  the posit ion  tha t  
KEI’s mark is pr imar ily merely a  surname. 

The Board found tha t  Teresa  Earnhardt  did not  estab-
lish  a  likelihood of confusion  between her  marks and 
KEI’s proposed mark.  J .A. 17–31 (cit ing In re E .I. DuPont 
de Nemours & Co., 476 F .2d 1357 (C.C.P .A. 1973)).  It  a lso 
found tha t  EARNHARDT COLLECTION is not  pr imar ily 
merely a  surname.  The Board expla ined tha t  a lthough 
the term “Earnhardt” by it self has the “look and feel” of a  
surname, the addit ion  of the term “collect ion” diminishes 
the surname significance of “Earnhardt” in  the mark as a  
whole.  J .A. 31–38.  The Board found tha t  “collect ion” is 
“not  the common descr ipt ive or  gener ic name” for  KEI’s 
goods and services.  J .A. 33–35, 37.  It  a lso expla ined tha t  
the issues in  th is case a re simila r  to those ra ised in  
Hutchinson , 852 F .2d a t  554–55, a  case in  which  we found 
tha t  the term “technology” was not  “merely descr ipt ive” of 
Hutchinson’s goods.  J .A. 37 n .32.   

Teresa  Earnhardt  appea ls.  The pa r t ies agree tha t  the 
term “Earnhardt” by it self is pr imar ily merely a  surname, 
bu t  they disagree on  whether  the mark EARNHARDT 
COLLECTION as a  whole is pr imar ily merely a  surname.  
Appellan t  Br . 8, 10; Appellee Br . 15.   
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We have jur isdict ion  under  28 U.S.C. § 1295(a )(4) 
(2012). 

DISCUSSION 

I. 

“The basic goa l of the [Lanham] Act  . . . [i]s ‘the pro-
tect ion  of t rademarks, secur ing to the owner  the good will 
of h is business and protect ing the public aga inst  spur ious 
and fa lsely marked goods.’”  DuPont de Nemours, 476 
F .2d a t  1360 (quot ing S. Rep. No. 1333, 79th  Cong., 2d 
Sess. 1 (1946)).  A mark is “any word, name, symbol, or  
device or  any combina t ion  thereof used by any person  to 
ident ify and dist inguish  h is or  her  goods, including a  
unique product , from those manufactured or  sold by 
others and to indica te the source of the goods, even  if tha t  
source is unknown.”  Two Pesos, Inc. v. Ta co Ca ba na , Inc., 
505 U.S. 763, 767–68 (1992) (in terna l quota t ion  marks 
omit ted).  “In  order  to be registered, a  mark must  be 
capable of dist inguishing the applicant ’s goods from those 
of others.”  Id . (cit ing 15 U.S.C. § 1052).  One ground for  
denying regist ra t ion  of a  mark is if the mark is “pr imar ily 
merely a  surname,” under  the not ion  tha t  a  surname is 
“shared by more than  one individua l, each  of whom may 
have an  in terest  in  using h is surname in  business.”  In  re 
Eta blissements Da r ty et F ils, 759 F .2d 15, 17 (Fed. Cir . 
1985); 15 U.S.C. § 1052(e)(4). 

A mark is pr imar ily merely a  surname if the surname 
“is the pr imary significance of the mark as a  whole to the 
purchasing public.”  Hutchinson , 852 F .2d a t  554.  Be-
cause EARNHARDT COLLECTION is a  combina t ion of 
two terms, the PTO must  consider  the ma rk “in  it s en t ire-
ty” ra ther  than  merely “consider[ing] the mark as two 
separa te pa r t s.”  Id .  Thus, to eva lua te whether  the com-
mercia l impression  of a  mark tha t  combines a  surname 
with  a  second term is st ill pr imar ily merely the surname, 
the PTO must  determine whether  the pr imary signifi-
cance of the mark as a  whole in  connect ion  with  the 
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recited goods and services is tha t  of the surname.  Id .  A 
key element  in  such  an  inquiry is determining the rela t ive 
dist inct iveness of the second term in  the mark.  Id . a t  
554–55. 

“Marks a re often  classified in  ca tegor ies of genera lly 
increasing dist inct iveness . . . they may be (1) gener ic; 
(2) descr ipt ive; (3) suggest ive; (4) arbit ra ry; or  
(5) fancifu l.”  Two Pesos, 505 U.S. a t  768.  “The la t ter  
th ree ca tegor ies of marks, because their  in t r insic na ture 
serves to ident ify a  pa r t icu la r  source of a  product , a re 
deemed inherent ly dist inct ive and a re en t it led to protec-
t ion .”  Id . 

“In  cont rast , gener ic marks—those tha t  refe[r ] to the 
genus of which  the pa r t icu la r  product  is a  species—are 
not  regist rable as t rademarks.”  Id . (in terna l cita t ions and 
quota t ion marks omit ted).  “A gener ic t erm is the common 
descr ipt ive name of a  class of goods or  services.” H. 
Ma rvin  Ginn  Corp. v. In t’l Ass’n  of F ire Chiefs, Inc., 782 
F .2d 987, 989 (Fed. Cir . 1986); a ccord  In  re Cordua  Rests., 
Inc., 823 F .3d 594, 599 (Fed. Cir . 2016) (quot ing Pr inceton  
Va ngua rd , LLC v. Fr ito-La y N. Am., Inc., 786 F .3d 960, 
965 (Fed. Cir . 2015)).  “The cr it ica l issue in  gener icness 
cases is whether  members of the relevant  public pr imar ily 
use or  understand the term sought  to be protected to refer  
to the genus of goods or  services in  quest ion .”  H. Ma rvin  
Ginn  Corp., 782 F .2d a t  989–90. 

“Marks which  a re merely descr ipt ive of a  product  a re 
not  inherent ly dist inct ive,” and “a  descr ipt ive mark tha t  
otherwise could not  be registered under  the [Lanham] Act  
may be registered if it  ‘has become dist inct ive of the 
applicant ’s goods in  commerce.’”  Two Pesos, 505 U.S. a t  
769 (quot ing 15 U.S.C. § 1052(f)).  To dist inguish  marks 
tha t  a re merely descr ipt ive from ones tha t  a re suggest ive, 
we have expla ined: 

The line between a  mark tha t  is merely descr ip-
t ive and may not  be registered absent  secondary 
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meaning, and one tha t  is suggest ive and may be 
registered, is tha t  a  suggest ive mark requires im-
aginat ion , thought  and percept ion  to rea ch  a  con-
clusion  as to the nature of the goods, while a  
merely descr ipt ive mark for thwith  conveys an 
immedia te idea  of the ingredien ts, qua lit ies or  
character ist ics of the goods. 

DuoProSS Meditech  Corp. v. Inviro Med. Devices, Ltd ., 
695 F.3d 1247, 1251–52 (Fed. Cir . 2012) (in terna l cit a -
t ions and quota t ion  marks omit ted).  For  descr ipt iveness, 
“[t ]he quest ion  is not  whether  someone presented with  
only the mark could guess wha t  the goods or  services a re.  
Ra ther , the quest ion  is whether  someone who knows wha t  
the goods and services a re will understand the mark to 
convey informat ion  about  them.”  Id . a t  1254 (quot ing In 
re Tower  Tech , Inc., 64 U.S.P.Q.2d 1314, 1316–17 
(T.T.A.B. 2002)).  

“The [PTO’s] placement  of a  mark on  the fancifu l-
suggest ive-descr ipt ive-gener ic cont inuum is a  quest ion  of 
fact , which  this cour t  reviews for  substan t ia l evidence.”  
In  re Oppeda h l & La rson  LLP, 373 F .3d 1171, 1173 (Fed. 
Cir . 2004).  “Substan t ia l evidence means such  relevant  
evidence as a  reasonable mind might  accept  a s adequa te 
to suppor t  a  conclusion .”  In  re Ba yer  Aktiengesellscha ft, 
488 F .3d 960, 964 (Fed. Cir . 2007) (quot ing Consol. Edison  
Co. v. N.L.R.B., 305 U.S. 197 (1938)) (in terna l quota t ion 
marks omit ted). 

 In  addit ion , when determining whether  a  mark with 
mult iple components is regist rable, “the Board may not  
‘dissect ’ the mark in to isola ted elements.”  DuoProSS 
Meditech  Corp., 695 F .3d a t  1252.  “[T]he Board may 
weigh the individual components of the mark to deter -
mine the overa ll impression  or  the descr ipt iveness of the 
mark and it s va r ious component s.”  In  r e Oppeda hl & 
La rson , 373 F .3d a t  1174.  To perform it s ana lysis, the 
Board “must  a lso determine whether  the mark as a  whole, 
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i.e., the combina t ion  of the individual pa r t s, conveys any 
dist inct ive source-ident ifying impression  cont ra ry to the 
descr ipt iveness of the individual pa r t s.”  Id . a t  1174–75. 

II.  

Teresa  Earnhardt  contends tha t  the Board made an  
incomplete assessment  of the term “collect ion” in  KEI’s 
proposed mark, by looking only to whether  tha t  t erm is 
gener ic for  the goods and services recited in  KEI’s applica -
t ion , and fa iling to consider  whether  tha t  term is merely 
descr ipt ive.  And therefore, in  Teresa  Earnhardt ’s view, 
the Board er roneously concluded tha t  the addit ion  of 
“collect ion” to the mark sufficien t ly diminished the sur-
name significance of “Earnhardt” simply because “collec-
t ion” is not  gener ic for  KEI’s goods and services.  She 
concludes tha t , under  the proper  ana lysis, the addit ion  of 
the merely descr ipt ive “collect ion” term does not  a lter  the 
pr imary significance of the mark as pr imar ily merely a  
surname, when the mark is used in  connect ion  with  KEI’s 
furn iture or  custom home const ruct ion  services.   

KEI agrees tha t  the Board had to determine whether  
“collect ion” is either  gener ic or  merely descr ipt ive of KEI’s 
goods and services.  Appellee Br . 12–15.  KEI responds, 
however , tha t  the PTO proper ly found tha t  “collect ion” is 
neither  gener ic nor  merely descr ipt ive.  Both  pa r t ies focus 
on  Hutchinson , 852 F .2d a t  554, a s the precedent  tha t  
governs th is case. 

In  Hutchinson , the PTO concluded tha t  the mark 
HUTCHINSON TECHNOLOGY was pr imar ily merely a  
surname because Hutchinson  was a  surname and the 
applicant  conceded tha t  “technology” descr ibed many 
goods simila r  to those listed in  the applica t ion  (which 
included elect ronic components and computer  product s).  
Id .  The PTO found tha t  the term “technology” was “not  
the common descr ipt ive or  gener ic name” for  Hutchinson’s 
goods, bu t  “technology” was merely descr ipt ive of those 
goods based on  the “conceded common usa ge of ‘t echnolo-
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gy’ in  connect ion  with goods of th [a t ] type.”  Id .  The PTO 
thus found tha t  “the inclusion  of ‘t echnology’ in  the mark 
as a  whole did not  a lt er  the surname significance of 
‘Hutchinson’ or  crea te the impression  tha t  
HUTCHINSON TECHNOLOGY was not  pr imar ily mere-
ly a  surname.”  Id .   

We reversed because (1) the PTO did not  proper ly 
consider  the mark as a  whole, and (2) it  incorrect ly found 
tha t  “technology” was “merely descr ipt ive” of the recited 
goods.  Id .  We expla ined tha t  “[m]any other  goods possi-
bly may be included with in  the broad term ‘technology,’ 
bu t  tha t  does not  make the term descr ipt ive of a ll of those 
goods.”  Id .  We determined tha t  “technology” did not  
convey an  “immedia te idea” of the “ingredien ts, qualit ies, 
or  character ist ics of the goods” listed in  the applica t ion , 
and therefore “h[e]ld tha t  the [PTO] clea r ly er red by 
finding tha t  the term ‘technology’ is merely descr ipt ive of 
Hutchinson’s goods.”  Id . a t  555.  Thus, evalua t ing wheth-
er  “technology” was merely descr ipt ive was necessa r ily 
pa r t  of our  ana lysis in  Hutchinson .  Id .  We fur ther  held 
tha t  “the [PTO’s] findings on  the effect  of t he inclusion  of 
‘t echnology’ in  the mark, a s a  whole, a lso [we]re clea r ly 
er roneous” because “[t ]he [PTO] never  considered wha t  
the purchasing public would th ink when confronted with 
the mark as a  whole.”  Id . a t  554–55. 

Tha t  second holding from Hutchinson—the require-
ment  of consider ing the mark as a  whole—is an  impor tan t  
one, because it  recognizes tha t  even  though the individua l 
components of a  mark may not  be separa tely regist rable, 
the combina t ion  of those component s in to a  single mark 
a t  t imes may st ill be registered.  As one example, our  
predecessor  cour t  held tha t  the mark SUGAR & SPICE is 
not  merely descr ipt ive of bakery products in  a  t rademark 
applica t ion .  In  re Colonia l S tores, Inc., 394 F .2d 549, 549, 
553 (C.C.P.A. 1968).  The cour t  expla ined tha t  a lthough 
the two terms of the mark a re each  descr ipt ive of bakery 
products, the combina t ion  of the terms in to the mark 
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SUGAR & SPICE evoked a  “reminiscent , suggest ive or  
a ssocia t ive connota t ion” der ived from the well-known 
nursery rhyme “sugar  and spice and everyth ing nice.”  Id . 
a t  551–53.  The cour t  reversed the PTO’s refusa l to regis-
ter  the mark because “when combined and used on  bakery 
goods, [‘sugar  & spice’] . . . a re not  ‘merely descr ipt ive’ of 
such  goods with in the meaning of sect ion  [1052],” and the 
“immedia te impression  evoked by the mark may well be 
to st imula te an  associa t ion  of ‘sugar  and spice’ with  
‘everyth ing n ice.’”  Id . a t  552. 

III.  

Here, we agree with  the pa r t ies tha t  the Board had to 
determine whether  the addit ion  of the term “collect ion” to 
the mark EARNHARDT COLLECTION altered the 
pr imary significance of the mark as a  whole to the pur-
chasing public, and tha t , in  view of Hutchinson , pa r t  of 
th is inquiry includes determining whether  “collect ion” is 
merely descr ipt ive of KEI’s goods and services.  But  we 
cannot  address the pa r t ies’ a rguments a s to whether  
“collect ion” is merely descr ipt ive of KEI’s goods and 
services because the Board’s opin ion  leaves us uncer ta in  
as to it s findings on  th is issue.  See, e.g., Pers. Web Techs., 
LLC v. Apple, Inc., 848 F.3d 987, 992 (Fed. Cir . 2017) 
(descr ibing the “basic pr inciples of administ ra t ive law” 
govern ing the PTAB’s obliga t ion  to expla in  it self). 

Specifica lly, upon review of the Board’s decision , it  is 
unclea r  whether  the Board engaged in  a  merely descr ip-
t ive inquiry for  the term “collect ion” or  if the Board im-
proper ly const r icted it s analysis to only a  gener icness 
inquiry.  On one hand, the Board’s decision  could be 
understood as finding tha t  “collect ion” is neither  gener ic 
nor  merely descr ipt ive of KEI’s goods and services, and 
adding “collect ion” to “Earnhardt” a lters the surname 
significance of Earnhardt  in  the mark as a  whole, such 
tha t  the purchasing public would not  consider  the mark 
as a  whole to be pr imar ily a  merely surname.  J .A. 37 
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(sta t ing tha t  the effect  of “collect ion” on  the mark in  KEI’s 
applica t ion  was simila r  to the effect  of “technology” on  the 
mark  in  Hutchinson); J .A. 37 (discount ing evidence tha t  
“collect ion” is “commonly used in  connect ion  with  both 
‘custom homes’ and ‘furn iture’”).  On the other  hand, the 
Board’s decision  could be understood as finding tha t  a  
mark consist ing of a  surname and a  merely descr ipt ive 
term is regist rable as a  t rademark as a  mat ter  of law so 
long as the descr ipt ive term is not  gener ic.  E .g., J .A. 34–
35 (expla ining tha t  “[t ]he word, ‘collect ion ,’ does not  refer  
to any class or  ca tegory of furn iture, and therefore, while 
it  may be descr ipt ive of the manner  in  which  some furn i-
ture is marketed or  sold, namely by groupings of brands 
or  groupings of uses, it  is not  gener ic.”); J .A. 36 (finding 
tha t  “since the term ‘collect ion’ is not  gener ic, the addit ion  
of the term to the su rname Earnhardt  does diminish  the 
surname significance”).  While the Board did sta te tha t  
“collect ion” is “not  the common descr ipt ive or  gener ic 
name” for  KEI’s furn iture and custom home const ruct ion  
services, J .A. 37, it  is less than clea r  tha t  the Board 
in tended it s usage of “common descr ipt ive” to represent  a  
finding tha t  “collect ion” is not  merely descr ipt ive.  See, 
e.g., In  re Merr ill Lynch , P ierce, Fenner , & Smith , Inc., 
828 F .2d 1567, 1570 (Fed. Cir . 1987) (“The Board found 
tha t  the term CASH MANAGEMENT ACCOUNT is 
gener ic or  commonly descr ipt ive, not  ‘merely descr ip-
t ive.’”). 

The Board relied heavily on  Hutchinson  for  it s ana ly-
sis, bu t  in  Hutchinson , we did not  find tha t  any mark 
consist ing of a  surna me and a  merely descr ipt ive term is 
regist rable as a  t rademark as a  mat ter  of law, nor  did we 
find tha t  such  a  mark is a lways pr imar ily merely a  sur -
name and not  regist r able as a  mat ter  of law.  852 F .2d a t  
554–55.  Instead, the PTO had to make two inquir ies.  
F irst , it  had to determine whether  the addit iona l t erm 
was “merely descr ipt ive” of the applicant ’s goods and 
services, and second, it  had to determine whether  adding 
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the addit ional t erm to the surname a ltered the pr imary 
significance of the mark as a  whole to the purchasing 
public.  Id .  Because here, the Board did not  adequa tely 
expla in  whether  “collect ion” was merely descr ipt ive of 
KEI’s goods and services, J .A. 35–38, it s ana lysis of the 
mark as a  whole was likewise deficien t . 

Under  these cir cumstances, we vaca te and remand 
th is case to the Board to cla r ify it s findings and ana lysis, 
consisten t  with  our  explana t ion  of Hutchinson . 

CONCLUSION 

We vaca te and remand the Board’s finding tha t  KEI’s 
mark EARNHARDT COLLECTION for  furn iture and 
custom const ruct ion  of homes is not  pr imar ily merely a  
surname.  On remand, the Board should determine 
(1) whether  the term “collect ion” is merely descr ipt ive of 
KEI’s furn iture and custom home const ruct ion  services, 
and (2) the pr imary significance of the mark as a  whole to 
the purchasing public. 

VACATE D AND R E MANDE D 

COSTS 

No cost s. 


