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We’ve been in the Intellectual Property (IP) 

industry longer than most, starting out as a UK 

patent search company, we’ve grown to 

become international with offices in the UK 

and North America. 

For over 15 years, our patent research teams 

have provided the knowledge and expertise 

for Patentability, Freedom To Operate (FTO), 

Patent Busting, State of the Art, Patent 

Landscape and Mapping searches.

www.patentseekers.com
Email: NA@patentseekers.com
Tel: +1.416-847-7309

Why our clients use Patent Seekers?
100% in-house IP professional patent search 
service. Our work is never outsourced, ensuring 
consistency of results and methodology from fully 
trained staff
Experienced analysts with depth of knowledge 
across crucial science and technology sectors
Responsive customer service combined with a 
flexible approach makes us easy to work with
Competitive, transparent pricing with plans that 
adapt to how you work



Torrey Pines Law Group, PC is an intellectual property law firm with offices in 
San Diego, California. We represent innovators who create, market, and sell 
cutting-edge technologies internationally.

The firm's founder, Kevin Buckley, is a patent attorney having more than 20 
years of experience with international patents, international FDA regulations, 
intellectual property transactions, and IP litigation.

Our accomplished team of IP lawyers, patent attorneys, patent agents, business 
counsel, scientific advisors, engineers, and paralegals has delivered exceptional 
results in executing and resolving complex IP, transactional, and regulatory 
matters throughout the world.

Our clients have included international businesses, private companies, private 
research institutes, universities, hospitals, physician entrepreneurs, startups, 
and entrepreneurs, among many other innovators.

Technical expertise includes biotechnology, pharmaceuticals, medical devices, 
artificial intelligence, convergence technologies, physical and material sciences, 
electronics, software, and agriculture biotechnology.

http://torreypineslaw.com
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The BIG Picture

With true artificial intelligence (AI) and machine learning 
already a part of the innovation ecosystem, and 
becoming ever more capable, the dawn of a new age is 
upon us. But did you know that since the term “artificial 
intelligence” was coined in the 1950s there have been 
several hundred thousand AI-related patents and patent 
applications published? And there are more than one 
million scientific publications since that time.

Determining whether to patent an AI-implemented 
invention, especially one embodying a life science 
related innovation or technology, is a difficult 
assessment. Complicating this assessment is not only 
the law of patent eligibility, but the sheer volume and 
complexity of the prior art associated with these 
enormously complicated innovations.

In addition to your questions, we will discuss: 

• Determining the proper strategy for protecting 
proprietary innovations at the intersection of AI and life 
sciences;

• Best practices for prior art searching in this cutting-
edge technological area;

• Life Sciences/AI Strategy Example: Deep Learning 
correlation of patient data including certain biomarkers 
to predict which patients will be responders in clinical 
trials, thereby speeding up those clinical trials.
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What is a good working definition for “Artificial Intelligence”? 

When we say--- “Life Sciences”, what are we referring to 
specifically?

What is the Life Sciences/AI interface?

When is it appropriate to choose 
a patent or a trade secret?

(in view of Alice concerns; Product-by-
Process, etc.…)

The importance of conducting a search. 

Search Strategies for inventions at the Artificial Intelligence / Life 
Science interface
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AI History and 
Prior Art

• There are several hundred thousand AI-
related patents and patent applications 
published since the term ”Artificial 
Intelligence” was coined in 1956

• There are more than one million scientific 
publications since that time

• Older General AI and Narrow AI prior art 
may be relevant to both machine learning 
and deep learning innovations 

• Machine Learning prior art may be 
relevant to Deep Learning innovations

• And so on…



What is the Life 
Sciences/AI 
Interface?

• AI is: Science of getting computers to exhibit 
intelligent behavior indistinguishable from a human.

• Machine Learning is: Science of getting computers to 
act without being explicitly programmed. 

• The Life Science/AI Interface is: The application of AI 
and Machine Learning; Deep Learning and other 
algorithms applied to existing and developing 
biotechnologies, pharmaceutical technologies, and 
medical devices.

• Examples:
• Deep Learning applied to cancer detection in 

radiology, 
• Small molecule drug development and 

identification,
• 3D ligand-binding modelling…
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To patent, or 
not to patent, 
that is the….

• Eligibility problems:
• US – Can’t patent a mathematical formula, and 

claiming software is an art.
• EP – 2018 EPO Guidelines (G-II 3.3.1) are 

different than US considerations (broader: 
“establish a causal link to the technical 
purpose”).

• Trade Secret Alternative:
• Why patent if infringement is impossible to 

detect? (claim something detectable, if 
possible…)

• AI is largely Open Source

• AI is so rapidly evolving that (narrow) issued claims 
may be worked around

• Claims drafting may involve Product-by-Process 
claiming, which is not the usual strategy
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The Alice/Mayo framework is a decisional approach adopted by the 
Supreme Court for determining if a patent claim exhibits patent 
eligible subject matter. See Alice Corp. v. CLS Bank, 134 S.Ct. 2347 
(2014) and Mayo Collaborative v. Prometheus Laboratories, 132 S.Ct. 
1289 (2012). A decision maker asks a series of questions before 
determining if the patent claim in question constitutes eligible 
subject matter.  

The flowchart provided by the USPTO uses Step 2A and 2B to discuss 
the framework questions that is how we will refer to those inquiries 
as we go over specific cases of importance. 

Step 2A relates to the judicial exceptions. See MPEP 2106.04 et seq.

Step 2A relates to whether the claims amount to “significantly more” 
than the judicial exception. See MPEP 2106.05 et seq.
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Revised 
Patent 
Eligibility 
Guidance 
(01/2019)

• The revised guidance also includes a two-prong 
inquiry for whether a claim is “directed to” a judicial 
exception. 
• First, examiners will evaluate whether the claim 
recites a judicial exception and if so, proceed to the 
second prong. 

• Second, examiners evaluate whether the claim recites 
additional elements that integrate the identified judicial 
exception into a practical application. 

• If a claim both recites a judicial exception and fails to 
integrate that exception into a practical application, 
then the claim is “directed to” a judicial exception. In 
such a case, further analysis pursuant to the second step 
of the Alice/Mayo test is required.

http://www.ipwatchdog.com/wp-content/uploads/2019/02/Revised-101-guidelines-01-2019.pdf



The 
Importance of 
Conducting a 

Search

• Generally minimize business risk – the C-Suite and Board do 
not like to operate in the dark.

• Patentability – is an invention new and non-obvious?

• FTO – will you be infringing another party’s patent?

• Invalidity – If overlapping with another party, is their patent 
valid and enforceable?

• In-licensing – is a potential Licensor’s IP valuable?

• Investment due diligence – does your IP claim something 
commercially relevant?

• Regulatory – by selecting a predicate device (510K), will 
you be infringing another party’s patent upon first 
commercial sale?

• Updating after 18-month “black hole” – have you missed 
something which went unpublished for up to 18 months?



Search 
Problems

Life Sciences (Biotech, Pharma, and Med Device) 
is relatively hard to search. 
• Overlapping sequences, synonyms, 
• Then, follow on with intermediates, derivatives, 

formulations, etc.

Now, adding machine learning to the mixture:
• Eligibility in various jurisdictions (Alice)
• Written Description problems (Enablement, 

Possession)



Life 
Sciences/AI 
Search 
Strategy

For Example:
• Deep Learning correlation of patient data 

including certain biomarkers to predict which 
patients will be responders in clinical trials and 
therefore speed up those clinical trials
• This search would require targeting Deep 

Learning algorithms and the biomarkers
• What is the strategy?
• What to search? 
• Alternative search terms? (Do pre-Deep 

Learning terms “cover” Deep Learning 
technologies?)

• Patentability versus FTO?
• De Novo versus follow on patent 

applications?



Example

How would this search be different for 
the following?

• Patentability
• FTO
• Invalidity
• in-licensing – is a potential 

Licensor’s IP valuable?
• investment due diligence
• Regulatory – by selecting a 

predicate device (510K)
• updating after 18-month “black 

hole” 



Thank You!

Q & A
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