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A Look at The Benefits of a Provisional Patent Application

One reason I like to suggest starting with a provisional patent application as a way to start the patent process is because they are cheaper to prepare

(because there are no formal requirements) and the filing fee due to the United States Patent Office at the time of filing is only $110, which saves you

$435 when compared to the filing fees for a non-provisional patent application. Furthermore, the Patent Office will not do anything with the provisional

until you file a regular patent application claiming the priority of the provisional. This means no more PTO fees and no additional attorney’s fees. In my

judgment the benefits are enormous. Critical to remember, however, is that a carelessly prepared provisional is a complete waste of time and

money.

I have seen what some firms claim pass for provisional applications and they are not worth the paper they are written on. Run, don’t walk, away from any

attorney who claims they can get you a provisional for $100 or $200.  Yes, the provisional is cheaper, but because the attorney does not need to spend

as much time. This does not mean that not much time is required. There is a big difference. The specification and drawings need to be complete, broad in

terms of what is described and specific to make sure you are meeting all patentability requirements. Cutting corners on the provisional makes it useless.

The reason that cutting corners makes a provisional patent application worthless is because in the United States in order for a patent application to be

useful to ultimately lead to the protection of an invention the application must be complete as of the time of filing.   This leads to a critical question though,

namely what does it mean for an application to be complete? In general terms, a patent application will be considered to be complete when the invention

is described so that someone else familiar with the technology could both make and use the invention having only read the patent application that is filed.

In other words, your patent application needs to explain the invention with as much detail as possible. Essentially, you want to provide a description on

par with the level of detail and explanation that would be included in a good instruction manual that describes both use and making of the invention.

Anything that is not included in a patent application is not considered to be a part of your invention. For this reason you may hear patent attorneys
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explain that  a  provisional patent  application is  helpful to  protect  whatever  is  included in the  application.  Said another  way,  the  provisional patent

application is only as good as the level of detail you include, which is why you want to not only describe your invention but also any possible alternatives

and variations. Another critical thing to remember is that alternatives and variations can be included in an application even if they are not optimal, and

even if they do not work very well. Thus, you need to think of your invention not only as what works best, but what works; no matter how crudely. The

reason is because if someone copies an inferior version of your invention you would still like to prevent them from doing that, but you can only prevent

such copying if your patent application covers the version being copied.

If you do elect to file a provisional patent application you do need to understand that a provisional application will remain pending at the Patent Office for

only 12 months from the date the provisional application is filed. The 12-month pendency period cannot be extended for any reason. Therefore, an

applicant who files a provisional application must file a corresponding non-provisional application for patent (i.e., “regular patent application”) during the

12-month pendency period of the provisional application in order to benefit from the earlier filing of the provisional application.

In terms of what you need to file, although a patent claim is not required in a provisional application, the written description and any patent drawings of

the provisional application must adequately support the subject matter of your invention in order to be useful later to establish priority. What this means it

that care should be taken to ensure that the disclosure filed as the provisional application adequately provides a written description of the full scope of

the subject matter regarded as the invention and desired to be claimed in the later filed nonprovisional application.

I have created an online tool that allows individuald to create and file their own provisional patent applications.  If you elect to use this online tool – The

Invent & Patent System – to create your own provisional patent application the cost is $99. For this price you get to use the system, which will help you

create your own patent application, and then you receive instructions on how to format the application and file it yourself.  This system has been in use

for at least 5 years now, is an excellent way to save money while still getting quality output, but it is primarily a do-it-yourself system.

When I developed the Invent & Patent System I created answer templates that can be used and multiple technology relevant examples that can be

mimicked.  These  answer  templates  and examples,  when used, force  inventors to  provide  the  critical information that  will be  required to  ensure  a

complete application.  This works to keep costs down because it is a collaborative effort and you are directing the process and providing the critical

invention information rather than paying an attorney to describe what you know best — your invention.

If you are not comfortable creating a provisional patent application on your own, or you feel that your invention is particularly valuable and you want to

start the process with professional assistance, I  can help.  Send me an e-mail message  and we can discuss matters  further. I  have been helping

independent inventors and start-up companies since 1998.  We can typically draft and file a provisional patent application for $1,500 plus the cost of any

drawings (typically $200 to $300) and the government filing fee ($110). For computer related inventions, software, Internet applications and some highly

complex inventions the cost of a provisional patent application can reach $2,500 plus the aforementioned costs.

Good luck!

Software Patent Attorney

Gene Quinn, US Patent Attorney

US Patent Law Basics

Everything You Need to Know to Get Started

ABOUT LAMBERT & LAMBERT

The Benefits of a Provisional Patent Application | IPWatchdog.com | Paten... http://www.ipwatchdog.com/patent/provisional-patents/

2 of 3 3/4/2010 5:07 PM

Case 5:10-cv-00074-FJS-DEP   Document 20-14    Filed 03/05/10   Page 3 of 4



 

Lambert & Lambert, Inc. (L&L) is an international license agency that represents independent inventors and product developers

with innovative inventions and technologies.  As one of the premier license agencies, and among only a few that work on

contingency, L&L's goal is to commercialize their client’s products by placing them with a manufacturer who is well positioned to sell

the product in large quantities.  With products currently selling in stores such as Walmart®, Target®, ToysRUs®, and many more,

L&L has a proven track record of success.

Lambert & Lambert is also a proud Professional Member of the United Inventors Association, the Better Business Bureau, the

MN Inventors Congress, Licensing Executives Society and has been recognized by the National Inventor Fraud Center as

"Official Good Guys".

 

Learn more at:

www.lambertinvent.com

 

Email us at:

info@lambertinvent.com

Lambert & Lambert, Inc.

7616 Currell Blvd, Suite 200

St. Paul, MN  55125  USA

Tel: 651-552-0080

Fax: 651-552-7678

 

L&L has also documented its system of licensing products, called "Invent Secrets", for inventors who want to do it themselves.  It

can be found online at www.inventsecrets.com. Additionally, L&L has also created a new website for inventors to display their

inventions or submit directly to companies in search of new products at www.inventspark.com.
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